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Opi nion by Drost, Adm nistrative Trademark Judge:
Reginald P. Chriss (applicant) filed an application

to register on the Principal Register the mark DEFEAT

YOUR FEARS (typed drawi ng) for goods identified as

“adhesi ve bunper stickers and w ndow decal s” in

I nternational Class 16 and “shirts, sweatshirts and hats”

in International Class 25.1

! Serial No. 75/188,312 filed on October 28, 1996, and
containing an allegation of a date of first use of Septenber 17,
1996, and a date of first use in commerce of Cctober 19, 1996.
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On May 8, 1998, No Fear, Inc. (opposer) filed a
notice of opposition to the registration of applicant’s
mark for the identified goods alleging that applicant’s
mar k was confusingly simlar to thirty trademark
registrations for the marks NO FEAR, FACE YOUR FEARS, and
ot her “fear” marks opposer owns for a variety of goods
and services under Section 2(d) of the Trademark Act. 15

U.S.C. § 1052(d).?

2 Opposer testified that it owned the follow ng valid and
subsisting registrations (Mates dep. at 11-28):

Regi stration No. 1,981,665 for the mark FEAR ME for "wearing
apparel, namely T-shirts, shirts, shorts, pants, sweat shirts,
sweat pants, hats, visors, shoes, sandals and belts" issued June
18, 1996, Section 8 affidavit accepted, Section 15 affi davit
filed, and reciting Decenber 1995 as the date of first use and
first use in conmerce,;

Regi stration No. 1,912,489 for the mark FEAR THI S for "decal s
and stickers" issued August 15, 1995, Section 8 affidavit
accepted, Section 15 affidavit filed, and reciting Cctober 10,
1994 as the date of first use and first use in comrerce;

Regi stration No. 1,490,123 for the mark NO F' EARS f or
"jewelry," issued May 31, 1988, Section 8 affidavit accepted,
Section 15 affidavit filed, and reciting Septenber 22, 1987 as
the date of first use and first use in comerce;

Regi stration No. 1,737,420 for the mark NO FEAR (in stylized
form for "decals, wearing apparel; namely, T-shirts, shirts,
shorts, pants, sweat shirts, sweat pants, hats, visors, shoes,
sandal s and belts; surfboards, skateboards, surf |eashes, and
protective articles; nanmely, knee pads, el bow pads, and hel nets
for use in skateboarding," issued Decenber 1, 1992, Section 8
affidavit accepted, and reciting August 1, 1990 as the date of
first use and first use in conmerce,;

Regi stration No. 1,822,026 for the mark NO FEAR (in stylized
form for "all purpose sports bags," issued February 15, 1994,
Section 8 affidavit accepted, Section 15 affidavit filed, and
reciting Septenmber 1, 1990 as the date of first use and first
use in comerce;

Regi stration No. 1,842,402 for the mark NO FEAR (in stylized
form for "footwear: nanely, shoes, sandals, [and] thongs,"

i ssued June 28, 1994, Section 8 affidavit accepted, Section 15
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affidavit filed, and reciting October 15, 1992 as the date of
first use and first use in comrerce;

Regi stration No. 1,855,031 for the mark NO FEAR for "jewelry;
nanely watches, bracelets, earrings and anklets; and cl othing
and footwear; nanely, pants, shirts, shorts, T-shirts, bathing
suits, jackets, sweat shirts, visors, sandals and shoes," issued
Sept enber 20, 1994, Section 8 affidavit accepted, Section 15
affidavit filed, and reciting April 1, 1986 as the date of first
use and June 1, 1990 as the date of first use in comrerce.

Regi stration No. 1,856,752 for the mark NO FEAR (in stylized
form for "printed matter; nanely, decals; wearing apparel;
nanely, T-shirts, shirts, sweatshirts, tank tops, shorts, pants,
visers [sic], swmtrunks, shoes and caps," issued Cctober 4,
1994, Section 8 affidavit accepted, Section 15 affidavit filed,
reciting January 15, 1993 as the date of first use and first use
i n comer ce;

Regi stration No. 1,870,426 for the mark NO FEAR for
"sungl asses and eyegl asses, " issued Decenber 27, 1994, Section 8
affidavit accepted, Section 15 affidavit filed, and reciting
June 16, 1994 as the date of first use and first use in
coner ce;

Regi stration No. 1,870,475 for the mark NO FEAR for "bicycles
and structural parts therefor," issued Decenber 27, 1994,
Section 8 affidavit accepted, Section 15 affidavit filed, and
reciting June 16, 1994 as the date of first use and first use in
CONTEr ce;

Regi stration No. 1,870,682 for the mark NO FEAR for "video
game cartridges," issued Decenber 27, 1994, Section 8 affidavit
accepted, Section 15 affidavit filed, and reciting June 16, 1994
as the date of first use and first use in commerce;

Regi stration No. 1,891,475 for the mark NO FEAR for "retai
clothing store services," issued April 25, 1995, Section 8
affidavit accepted, Section 15 affidavit filed, and reciting
July 1990 as the date of first use and first use in comerce;

Regi stration No. 1,906,208 for the mark NO FEAR for "adhesive
bandage strips for skin wounds," issued Decenmber July 18, 1995,
Section 8 affidavit accepted, Section 15 affidavit filed, and
reciting June 16, 1994 as the date of first use and first use in
COMer ce;

Regi stration No. 1,907,882 for the mark NO FEAR for "toys;
nanely, nodel cars,"” issued July 25, 1995, Section 8 affidavit
accepted, Section 15 affidavit filed, and reciting Septenber 1,
1993 as the date of first use and first use in conmerce;

Regi stration No. 1,978,563 for the mark NO FEAR and design for
"wearing apparel, nanely shorts, pants, T-shirts, sweatshirts,
sweat pants, visors, belts and shoes," issued June 4, 1996, and
reciting June 16, 1995 as the date of first use and first use in
CONMer ce;
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Regi stration No. 1,978,596 for the mark NO FEAR (in stylized
form for "wearing apparel, nanely T-shirts, shirts, shorts,
pants, sweatshirts, sweatpants, hats, visors, shoes, thong
footwear and belts,"” issued June 4, 1996, and reciting July 1,
1994 as the date of first use and first use in conmerce;

Regi stration No. 1,978,597 for the mark NO FEAR and design for
"wearing apparel, nanely T-shirts, shirts, shorts, pants,
sweatshirts, sweatpants, hats, visors, shoes, thong footwear and
belts," issued June 4, 1996, reciting June 1, 1995 as the date
of first use and first use in conmerce;

Regi stration No. 1,979,971 for the mark NO FEAR for "fragrance
products for nmen and wonen; nanely, perfune, eau de perfune,
col ogne, eau de col ogne, after shave |otion and cream body
lotion and cream " issued June 11, 1996, reciting August 1995 as
the date of first use and first use in comerce,;

Regi stration No. 2,040,860 for the mark NO FEAR for "dental
face mask and dental gloves," issued February 25, 1997, reciting
January 4, 1996 as the date of first use and first use in
coner ce;

Regi stration No. 2,055,148 for the mark NO FEAR in styli zed
formfor "wearing apparel, namely, shirts, T-shirts, shorts,
pants, sweatshirts, sweatpants, hats, visors, shoes, and belts,"
i ssued April 22, 1997, reciting May 16, 1996 as the date of
first use and first use in comrerce;

Regi stration No. 2,055,158 for the mark NO FEAR in stylized
formfor "wearing apparel, nanely, shirts, T-shirts, shorts,
pants, sweatshirts, sweatpants, hats, visors, shoes and belts,"

i ssued April 22, 1997, reciting May 16, 1996, as the date of
first use and first use in comrerce;

Regi stration No. 2,093,391 for the mark NO FEAR for "printed
matter, nanely, cal endars, posters, newspapers and nmagazi nes
featuring sports and recreation subject matter," issued
Septenber 2, 1997, reciting Decenber 1995 as the date of first
use and first use in comerce,;

Regi stration No. 2,095,492 for the mark NO FEAR for "l uggage
and al | - purpose sports bags, snowboard boots, ski boots, sport
shoes and sport sandal s," issued Septenber 9, 1997, reciting
July 1995 as the date of first use and first use in conmerce;

Regi stration No. 2,044,263 for the mark FEAR TH S for "weari ng
apparel, nanely T-shirts, shirts, shorts, pants, visors, caps,
polo shirts, and sweatshirts,” issued May 11, 1997, reciting
August 8, 1996 as the date of first use and first use in
coner ce;

Regi stration No. 2,105,774 for the mark KNOW FEAR for "wearing
apparel, nanely shorts, pants, shirts, T-shirts, sweatshirts,
sweat pants, visors, belts and shoes," issued Cctober 14, 1997,
reciting June 25, 1996, as the date of first use and first use
i n comer ce;
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Applicant denied the salient allegations of opposer’s
noti ce of opposition.

The Record

The record consists of the file of the involved
application; the trial testinmony deposition, with
acconmpanyi ng exhibits, of Marty Mbates, opposer’s vice
presi dent; portions of the discovery deposition, with
acconpanyi ng exhibits, of applicant; two printed
publications; and applicant’s response to opposer’s first
set of interrogatories. Applicant took no testinony nor

did he submt any other evidence.

Regi stration No. 2,120,294 for the mark FEAR SPORTS f or
"wearing apparel, nanely, T-shirts, shirts, shorts, pants,
sweatshirts, sweatpants, hats, visors, shoes, sandals, and
bel ts" and “production and distribution of television and cable
tel evision prograns” issued Decenmber 9, 1997, reciting My 1,
1997 as the date of first use and first use in commrerce;

Regi stration No. 2,065,291 for the mark FACE YOUR FEARS f or
"wearing apparel, nanmely, shirts, T-shirts, shorts, pants,
sweatshirts, sweatpants, hats, visors, shoes, and belts," issued
May 27, 1997, reciting Septenber 16, 1996 as the date of first
use and first use in comerce;

Regi stration No. 2,126,178 for the mark LOTS OF FEAR for
"wearing apparel, nanely, shirts, T-shirts, shorts, pants,
sweatshirts, sweatpants, hats, visors, shoes, and belts," issued
Decenber 30, 1997, reciting February 15, 1997 as the date of
first use and first use in comrerce; and

Regi stration No. 2,019,466 for the mark FEAR GOD in stylized
formfor "bunper stickers, clothing nanely, shirts, hats, and
pants, " issued Novenber 26, 1996, reciting June 1993 as the date
of first use and June 1994 as the date of the first use in
commer ce.
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Both parties have filed briefs, but no oral hearing
was requested.?
Priority
Priority is not an issue here in view of opposer’s
ownership of registrations for marks containing the word
NO FEAR, FACE YOUR FEARS, or simlar terms. See King

Candy Co. v. Eunice King’s Kitchen, 496 F.2d 1400, 182

USPQ 108 ( CCPA 1974).

Lack of Use in Conmerce Argunent

Opposer alleges that “applicant’s token sales of his
goods while on vacation does not constitute use in
conmmerce under the Trademark Act.” Applicant’s Br. at

10. Applicant relies on the cases of |nternational

Tel ephone & Tel egraph Corp. v. International Mbile

Machi nes Corp., 800 F.2d 1118,

231 USPQ 142 (Fed. Cir. 1986) and Blue Bell, Inc. v.

Jaymar - Ruby, Inc., 497 F.2d 433, 182 USPQ 65 (2d Cir.

1974). COpposer cites applicant’s response to its
interrogatory in which applicant states that he “visits
vari ous outdoor events and personally displays all of his
clothing for sale to nenbers of the public attending such

events, and al so, takes his nerchandi se to support groups

3 On January 4, 2002, the Board granted opposer’s notion to
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for display and sale to the nmenbers.” Applicant’s Br. at
13 n.6. Opposer concludes by arguing that “such in-
person solicitation and sal e does not constitute use in
United States conmerce.”

Opposer does not appear to seriously dispute that
applicant has sold his trademarked goods across state
| i nes, but rather opposer clains that these limted sales
do not
constitute use in comerce. 15 U S.C. § 1051(3)(C). W
do not find opposer’s argunents persuasive.”’

The Trademark Act, as anmended, defines “use in

comrerce” as “the bona fide use of a mark in the ordinary

course of trade and not nade nerely to reserve a right in
a mrk.” 15 U.S.C. § 1127. Opposer’s case |aw does not
support its position that in-person solicitations are not
a use in comerce, and we decline to hold that such
solicitations are per se not use in United States
commerce. |Indeed, the cases that opposer cites indicate
that this type of activity is a use in commerce. For

exanple, in International Tel ephone, the CCPA held that:

strike applicant’s surreply brief.
4 Applicant did not respond to opposer’s argunent concerning
applicant’s | ack of use in comrerce.
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Affirm ng the Board' s decision to cancel | MM s
registration would require this court to hold that a
comrerci al transacti on between the corporate-owner
of a mark and a nmenber of its board of directors and
investor, is per se a non-commercial transaction for
regi stration purposes. Such a holding would not be
in accordance with the law as to what constitutes a
commercial transaction for registration purposes.

231 USPQ at 143.

Unlike the transaction in International Tel ephone,

whi ch was sufficient for registration purposes,
applicant’s transactions with nenbers of the public in
anot her state are even nore clearly transactions in
interstate commerce.

The Blue Bell case involved a shamtransaction of a
few dollars of sales to a cooperating conpany t hat
i mmedi ately returned the product to the party. 182 USPQ
at 65. Opposer does not refer to any evidence in this
case that applicant’s sales were anything other than bona
fide sales of his goods. Applicant’s sales appear to be
sales to unrelated entities that were not made sinply to
provide a basis for trademark registration.

Opposer also refers to a five-year period in which
appl i cant has not used his mark in comrerce. However,
opposer also quotes applicant’s statenment (Opposer’s Br.
at 13 n. 6) in which applicant indicates that he displays

hi s goods at various outdoor events for sale to the
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public. While it is not clear how extensive this
activity was or where it occurred, it does not support
opposer’s contention that the evidence shows that
applicant’s use was “a token sale, if not a sham”
Opposer’s Br. at 14. Additionally, it is noted that
approxi mately twenty nonths after applicant’s first use,
opposer filed an opposition to applicant’s mark. The
CCPA has held that an applicant’s “subsequent decision to
hold further activities in abeyance pendi ng the outconme
of the opposition appears to be but a reasonabl e business
precauti on and does not denpbnstrate a |l ack of intention
to market the product commercially upon successful

term nation of the proceeding.” Comunity of Roquefort

v. Santo, 443 F.2d 1196, 170 USPQ 205, 208 (CCPA 1971).
Based on the evidence in the record, we cannot
concl ude that opposer has net its burden of show ng that
applicant has not used its mark in comrerce. Therefore,

we deny opposer’s request for relief on this ground.

Li kel i hood of Confusi on

Next, we consider the issue of I|ikelihood of
confusion. W analyze this issue in light of the factors

set forth inInre E.I. du Pont de Nenpburs & Co., 476

F.2d 1357, 1361, 177 USPQ 563, 567 (CCPA 1973).

Li kel i hood of confusion is decided upon the facts of each
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case. In re Dixie Restaurants, 105 F.3d 1405, 41 USPQ2d

1531, 1533 (Fed. Cir. 1997); In re Shell Ol Co., 992

F.2d 1204, 26 USPQ2d 1687, 1688 (Fed. Cir. 1993). The
various factors may play nore or | ess weighty roles in
any particular determ nation of |ikelihood of confusion.

|d.; du Pont, 177 USPQ at 567.

Opposer argues that applicant’s goods (w ndow
decal s, shirts, sweatshirts, and hats) are identical to
opposer’s goods and applicant’s mark DEFEAT YOUR FEARS i s
extrenely simlar to opposer’s FACE YOUR FEARS and NO
FEAR regi stered trademarks. “Purchasers seeing
Appl i cant’s DEFEAT YOUR FEARS mark, as conpared with
Opposer’s FACE YOUR FEARS mar k, when used on identical
goods, will not renmenber the subtle differences between
the simlar conmmands “FACE’ and “DEFEAT.” Opposer’s Br.
at 15. Opposer also maintains “both Applicant’s and
Opposer’s marks convey a simlar nmessage, nanely not to
be afraid of various things.” Opposer’s Br. at 16.
Opposer submits that because of the substantial sales of
products bearing its NO FEAR and FACE YOUR FEARS
trademarks and its advertising, its marks are fanous.

Applicant responds by arguing that opposer has

engaged in the naked licensing of its mark, fear is a

10
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weak conmponent of the marks, and the marks in their
entireties are different.

The first factor we will consider is the simlarity
or dissimlarity of the goods. In this regard, it is
clear that the goods of the parties are, at least in
part, identical. Applicant seeks registration for
shirts, sweatshirts, hats, and decals. Opposer has
registration for the mark FACE YOUR FEARS (Reg. No.
2,065, 291) for goods including shirts, sweatshirts, and
hats and NO FEAR (Regi stration Nos. 1,737,420; 1,856, 752;
1,978,596; and 1,978,597) for shirts, sweatshirts, hats,
and decal s.

We nust conpare the goods as described in the
application and the registrations to determne if there

is a likelihood of confusion. Canadian |nperial Bank v.

Wells Fargo Bank, 811 F.2d 1490, 1493, 1 USPQ2d 1813,

1815 (Fed. Cir. 1987). W agree with opposer that its
goods and applicant’s goods, to the extent that they
include shirts, sweatshirts, hats, and decals, are
identical. Because the marks are used on identi cal
items, there is a greater likelihood that, when sinm|ar
mar ks are used in this situation, confusion is |ikely.

Century 21 Real Estate Corp. v. Century Life of Anerica,

970 F.2d 874, 23 USPQ2d 1698, 1701 (Fed. Cir. 1992)

11
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(“When marks woul d appear on virtually identical goods or
services, the degree of simlarity necessary to support a
conclusion of likely confusion declines”). Also, because
the goods are legally identical, we nust assunme that

i dentical goods would be marketed in simlar trade
channel s and that they would be purchased by the sane

t ypes of consuners.

Next, we consider the simlarity or dissimlarity of
the marks in their entireties as to appearance, sound,
connotation, and commercial inpression. \Wile it is
i nproper to dissect a mark and marks nust be viewed in
their entireties, Shell OI, 26 USPQ2d at 1688, nore or
| ess weight nmay be given to a particular feature of a

mark for rational reasons. In re National Data Corp.,

753 F.2d 1056, 224 USPQ 749, 751 (Fed. Cir. 1985).

We find that the marks FACE YOUR FEARS and DEFEAT
YOUR FEARS are very simlar in sound, appearance, and
meani ng. The only difference between the marks is the
different initial words, “face” and “defeat.” Wile
t hese words are not the sanme, when they are used in the
phrases FACE YOUR FEARS and DEFEAT YOUR FEARS, they
create the sane commercial inpression, i.e. to overcone
your fears or to not fear something. They also would

| ook and sound sim | ar.

12
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VWhen we conpare the marks DEFEAT YOUR FEARS and NO
FEAR, we al so conclude that they are simlar. Both
contain the sane word “fear” and they create the sane
comercial inpression of overcom ng fears or not having
fears. Applicant describes its nessage as a positive one
“where you could do whatever you want to do, so |long as
you have that attitude.” Chriss dep. at 68. Opposer’s
message is simlar. Mates Ex. 40 (“NO FEAR — Don't |et
your fears stand in the way of your dreans”).

Applicant’s argues that “fear” should be considered
a weak conmponent of the mark primarily because of a
single use of another “fear” mark by a third party.

Here we have “naked cross licensing” as opposer in

this opposition admts that it has an agreenment wth

t he owner of the FEAR NADA mark, which is registered
for clothing to w't

Q ...Are you aware of any other entities who use
the mark “fear” in connection with wearing
apparel ?

A. The only conpany that we’'re aware is Fear
Nada. We’ve reached an agreenment with them so
that we maintain our trademark and not cross
over into their lines. And they maintain their
trademar ks and no[t] cross over into our |ines.
Q An their (sic) trademark is “FEAR NADA’?

A.  “FEAR NADA" correct.

Q An[d] so they’'ve agreed not to use “NO FEAR’
and No Fear has agreed not to use “FEAR NADA"?

A. Right, that is correct?

13
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Thi s adm ssion agai nst interest of the opposer, the

inport of which is, that by a private agreenent

bet ween Fear Nada, Inc. and No Fear, Inc. (opposer)

a fraud is being commtted upon the public.

Applicant’s Brief at 3-4 (citations to the record
and enphasis omtted; “(sic)” in original).

From opposer’s adm ssion that there is a third-party
user of the mark FEAR NADA for wearing apparel, applicant
concludes that this is a naked |licensing, fraud, and
persuasi ve evi dence of a lack of confusion with its mark.°®
We di sagree. Because there is another user of a Fear-
derivative mark does not entitle applicant to register
his mark when it is very simlar to opposer’s mark and it
is used on identical goods. A single third-party user

of a different mark does not denonstrate that opposer’s

mar ks are weak. Moore Business Forns Inc. v. Ryu, 960

F.2d 486, 22 USPQ2d 1773, 1775 (5'" Cir. 1992) (“The

single instance of third-party use in California does not

> (Qpposer has objected to this evidence because applicant has
not introduced a copy of the registration FEAR NADA. Wile we
agree that the registration is not properly of record, we cannot
agree that applicant cannot rely on opposer’s adm ssion that
there is at |least one third-party user of a mark for wearing
apparel with “fear” as one of its words. Opposer relies on this
exact testinmony for its assertion that “other than one other
FEAR- deri vati ve mark, Opposer has prevented nunerous ot her
parties fromusing a mark incorporating the term‘FEAR in

connection with wearing apparel.” Opposer’s Br. at 29-30,
citing Mbates dep. at 38. Applicant is entitled to rely on the
sanme testinmony for the point opposer has already admtted, i.e.,

there is at |least one third-party user of a Fear-derivative
mar K.

14
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detract fromthe relative strength of Miore s mark”);

Corporate Fitness Prograns Inc. v. Wider Health and

Fitness Inc., 2 USPQd 1682, 1690 (TTAB 1987) (“[A]

single third-party use cannot serve to establish that the
term‘ SHAPE' is ‘weak’ in the sense that it has been
comonly used in the field as to not have very nuch
effect in distinguishing source”) (parenthetical

omtted); Inre United States Shoe Corp., 8 USPQ2d 1938,

1940 (TTAB 1988) (“The weakness of the registered mark is
not denmonstrated by a single third-party use”).
Applicant’s other argunents concerning naked
licensing and fraud are not persuasive.® Opposer’s
agreement with a third party who owned a different mark
to respect each other’s marks hardly amounts to naked
licensing or fraud. While applicant asserts that opposer
“has made the FEAR conponent of its mark non-distinctive

by virtue of its admtted agreenment between opposer ad

® More inportantly, an “attack upon the validity of a

regi stration pleaded by a plaintiff cannot be entertained by the
Board unl ess the defendant tinely files a counterclaimor a
separate petition to cancel the registrations.” TBWMP § 319.01
See al so Contour Chair-Lounge Co. v. The Engl ander Co., 324 F.2d
186, 139 USPQ 285, 287 (CCPA 1963) (“[T]his is an opposition
only and in an opposition, this court has always held that the
validity of the opposer’s registrations are not open to
attack”); Cosnetically Yours, Inc. v. Clairol, Inc., 424 F.2d
1385, 165 USPQ 515, 517 (CCPA 1970) (“As long as the
registration relied upon by an opposer in an opposition
proceedi ng renmai ns uncanceled, it is treated as valid and

15
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Fear Nada, Inc.,” the cases upon which applicant relies
do not support this contention. For exanple, in

California Fruit Growers Exchange v. Sunki st Baki ng Co.,

166 F.2d 971, 76 USPQ 85 (7'" Cir. 1947), the court found
t hat when one plaintiff used the mark SUNKI ST on fruit
and fruit-based products and the other plaintiff used the
mar k SUN- KI ST for canned and dried fruits and veget abl es,
there was no |ikelihood of confusion when defendant used
the mark SUNKI ST on bread. Simlarly, when one party
obtained registration of its mark SKOL for beer with the
consent of the owner of the mark SKOL for vodka, the CCPA
hel d that this was an indication that there was no
confusion involving applicant’s mark SKOLA for soft

drinks. Swedish Beer Export Co. v. Canada Dry Corp., 469

F.2d 1069, 176 USPQ 59 (CCPA 1972).

Here, the fact that opposer and a third-party have
agreed to respect each other’s NO FEAR and FEAR NADA
trademar ks for wearing apparel has absolutely no inpact
on the registrability of applicant’s mark for bunper
stickers and decals nor does it inpact the issue of
i kel'i hood of confusion of applicant’s mark DEFEAT YOUR
FEARS and opposer’s mark FACE YOUR FEARS. Even to the

extent that the parties have agreed that opposer’s NO

entitled to the statutory presunptions”). For this reason

16
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FEAR mark and the third-party’ s FEAR NADA mark can co-
exi st does not nean that there is no |ikelihood of
confusi on between applicant’s and opposer’s marks. We
nmust consider the facts in each case to determ ne whet her
there is a likelihood of confusion. The third-party use
of a different mark on wearing apparel does not support a
conclusion that there is no |ikelihood of confusion in
this case.

When we consider the remaining du Pont factors, they
ei ther support the conclusion that there is a likelihood
of confusion or they are neutral on this point.” One
factor
that often plays an inportant role in |ikelihood of
confusion cases is the question of fame or public
recognition and renown. The Federal Circuit “has

acknow edged that fame of the prior mark, another du Pont

factor, ‘plays a donmnant role in cases featuring a

famous or strong mark.’” Century 21, 23 USPQ2d at 1701,

quoti ng, Kenner Parker Toys v. Rose Art Industries, 963

F.2d 350, 22 USPQ2d 1453, 1456 (Fed. Cir. 1992). *“Fanous

al one, applicant cannot prevail on these argunents.

" The fact that the Examining Attorney passed the application to
publication is not evidence that there is no likelihood of
confusion. Congress specifically provided for opposition and
cancel l ation proceedings for third parties to challenge the
Exam ning Attorney’s determ nation that there is no |ikelihood
of confusion. 15 U.S.C. 88 1063 and 1064.

17
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mar ks thus enjoy a wide |atitude of |egal protection.”

Recot, Inc. v. Becton, 214 F.3d 1322, 54 USPQ2d 1894,

1897 (Fed. Cir. 2000) (FIDO LAY for “natural agricultural
products, nanely, edible dog treats” confusingly simlar
to FRITO LAY for snack foods). Opposer has subnmtted
evidence that its NO FEAR and FACE YOUR FEARS mar ks has
acquired significant public recognition and renown.

Opposer’s evidence shows that it has over one half

billion dollar in sales since 1990. Mbates dep. at 29.
Opposer’s sales rose fromjust $2.3 million in that year
to more than $130 mllion dollars in

sales in 1995. 1d. In the nost recent years (1998-
2000), its sales have been in the $50 mllion range. |1d.
It has spent mllions of dollars each year advertising

its products, including advertising on television during
t he Super Bowl. Moates dep. at 30 ($7 mllion in
advertising including the Super Bow advertisenent in
1995). In addition to the NO FEAR trademark, the mark
FACE YOUR FEARS is also heavily promoted and it is used
on many of opposer’s products. Mates dep. at 35.
MIlions of T-shirts have been sold with the mark FACE
YOUR FEARS in addition to the NO FEAR mark. 1d. A

little nore than one half of opposer’s sales are nmade up

of T-shirts, sweatshirts, and caps. Moates dep. at 42.
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Thi s evidence of sales and advertising of opposer’s NO
FEAR and FACE YOUR FEARS marks is a factor, therefore,
t hat favors opposer

I n addition, opposer has obtained registrations for
nore than just the marks NO FEAR and FACE YOUR FEARS.
Opposer also owns registrations for the marks FEAR ME,
FEAR THI S, KNOW FEAR, FEAR SPORTS, and LOTS OF FEAR f or
weari ng apparel as well as FEAR THI S and FEAR GOD f or
decal s and/or stickers. Thus, potential purchasers would
nore likely believe that applicant’s mark DEFEAT YOUR
FEARS is in some way related to, or sponsored by,
opposer. Another factor that supports opposer is the
wi de variety of goods and services on which it uses the
mar k NO FEAR. Opposer has obtained registrations for
goods and services including surfboards, skateboards,
surf | eashes, all purpose sports bags, shoes, jewelry,
sungl asses, bicycles, video gane cartridges, retail
clothing store services, adhesive bandage strips for skin
wounds, model cars, perfune, cal endars, and posters.
Opposer’s use of its mark on a variety of goods and
services increases the possibility that there will be
confusion in this case.

Based on the above, we conclude that opposer’s marks

FACE YOUR FEARS and NO FEAR have significant simlarities
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in sound and appearance with applicant’s mark DEFEAT YOUR
FEARS, and their neani ngs would be nearly the sane. When
t hese marks are used on the identical and closely rel ated

goods, confusion is likely. National Data, 224 USPQ at

749.°
Deci sion: The opposition is sustained and
registration to applicant of his mark DEFEAT YOUR FEARS

is refused.

8 Applicant’s argunent that opposer |acks standing because
applicant maintains there is no |ikelihood of confusion is not
wel | taken. QOpposer clearly has standi ng because opposer has
alleged that it is the owner of registrations that it asserts
are confusingly simlar to applicant’s mark, and that opposer
will be danmaged if applicant’s nmark is registered. Wether
confusion is likely goes to the nerits of the case, not to the
guestion of standing. Books on Tape Inc. v. Booktape Corp., 836
F.2d 519, 5 USP@d 1301, 1302 (Fed. Cir. 1987) (“Petitioner, a
conmpetitor of respondent, clearly has an interest in the outcone
beyond that of the public in general and has standing.. [T]he
board has confused petitioner's standing with the nmerits of the
case”).
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